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Period for Reply «™ » 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. " 

- Ertensions of time .may ^be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. y 

" I period J t? r repl , y ?P ecified above is les * than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timelv 

- J NO period for reply is specified above the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U S C S 133) 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). * y 

Status 

1)13 Responsive to communication(s) filed on 15 September 2003 
2a)D This action is FINAL. 2bM This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) M Claim(s) 1-14 is/are pending in the application. 

4a) Of the above cJaim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

QM Claim(s) 1, 2, 4-8. 10. 11. 13 and 14 is/are rejected. 

7) M Claim (s) 3, 9 and 12 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

1 0)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
Priority under 35 U.S.C. §§119 and 120 

12) S Acknowledgment is made of a claim for foreign priority under 35 U S C $11 9(a)-(6) or (f) 

a)M AH b)D Some * c)Q None of: 

1 M Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received 

13) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application) 

since a specific reference was included in the first sentence of the specification or in an Application Data Sheet. 
37 CFR 1 .78. 

a) □ The translation of the foreign language provisional application has been received. 

14) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific 

reference was included in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1.78. 

Attachment(s) 

1) %L Notice of References Cited (PTO-892) 4 ) □ Interview Summary (PTO-413) Paper No(s). 

2 U Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-1 52) 

3) I2SI Information Disclosure Statement(s) (PTO-1449) Paper No(s) 4/10/02 . 6) □ Other: 
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The election without traverse in the response filed September 1 5, 2003 of the 
polyester polyo! (A1) of Preparation Example 2 (specification, page 30) derived from 
polybutadiene dicarboxylic acid and 2-butyne-1 ,4-diol as well as the sulfonium and 
propargyl groups-containing resin (B) of Preparation Example 1 (specification, page 30) 
prepared from a cresol novolak epoxy resin, propargyl alcohol, linseed oil and 
1-(2-hydroxyethylthio)-2-propanol is acknowledged. All of the currently active 
claims 1-14 are directed to the elected species. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

Claims 1, 2, 4-8, 10, 11, 13 and 14 are rejected under 35 U.S.C. 102(a) as being 
anticipated by Sakamoto et al. Patent No. 6,168,864. 

Example 3 (col. 1 1 ) shows a cationic (col. 1 , lines 55-61 ) electrocoating 
composition comprising 29.4% by weight of a propargyl-containing aliphatic curing 
agent of Production Example 4 (col. 10) derived from pentaerythritol tetraglycidyl ether 
and 32.5% by weight of propargylic acid within the ambit of claimed polyester polyol 
resin (A1 ) due to the presence of multiple ester and hydroxyl groups resulting from the 
reaction of the carboxyl group of the propargylic acid with the glycidyl groups of the 
tetraglycidyl ether. 



Application/Control Number: 09/992,01 3 Page 3 

Art Unit: 1712 

The hydroxyl- and propargyl-functionai polyester is combined with the sulfonium- and 
propargyl-containing polybutadiene of Production Example 3 (col. 10) corresponding to 
claimed resin (B) obtained from epoxidized polybutadiene, propargylic acid and 
thiodiethanol. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1, 2, 4-8, 10, 11, 13and 14are rejected under 35 U.S.C. 103(a)as being 
unpatentable over Sakamoto et al. Patent No. 6,262,146 and Kawakami et al. 

Sakamoto et al. discloses a cationic electrocoating formulation 
(col. 2, lines 19-43) comprising a sulfonium-, propargyl- and long-chain fatty 
acid-containing resin (col. 13, Production Example 2) conforming to claimed resin (B) 
prepared from a cresol novolak epoxy resin, propargyl alcohol, linolic acid and 
1-(2-hydroxyethylthio)-2-propanol (col. 8, lines 27-28) blended with the reaction product 
of propargyl alcohol and a poiyepoxide (col. 10, lines 14-18) encompassed by claimed 
polyester polyol (A1 ) due to the presence of multiple ester and hydroxyl groups resulting 
from the reaction of the carboxyl group of the propargylic acid with the glycidyl groups of 
the poiyepoxide. 
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Kawakami et al. espouses a cationic electrocoating obtained from a 
sulfonium- and propargyl-epoxy resin (cols. 11-12, Production Example 2) via the 
reaction of a cresol novolak epoxy resin, propargyl alcohol and 
1-(2-hydroxyethylthio)-2-propanol (col. 6, lines 51-52) embraced by claimed resin (B) 
admixed with the reaction product of propargyl alcohol and a polyepoxide 
(col. 7, lines 46-51 ) encompassed by claimed polyester polyol (A1 ) due to the presence 
of multiple ester and hydroxyl groups resulting from the reaction of the carboxyl group of 
the propargylic acid with the glycidyl groups of the polyepoxide. 

Although the claimed polyester polyol (A1) is not exemplified, it would have been 
obvious to mix the propargyl alcohol-polyepoxide reaction products disclosed in 
Sakamoto et al. and Kawakami et al. with the sulfonium- and propargyl-epoxy resins in 
order to optimize the curability. 

Claims 3, 9 and 12 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

Claim 3 and claims 9 and 12 dependent thereon require resin (A) to be produced 
from a polybutadiene derivative which is not recited in the cited prior art. There is no 
motivation to employ such a resin over the propargyl alcohol-polyepoxide reaction 
products of the Sakamoto et al. patents and Kawakami et al. 
(571) 272-1093 (Fax no. (703) 872-9306) 
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